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10)3 The drawing(s) filed on 13 August 2001 is/are: a)[3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
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DETAILED ACTION 



Response to Amendment 

1 . Amendments to claim 1 , filed on June 23, 2005, have been entered in the 
above-identified application. 

2. Applicants petition to re-open prosecution has been granted per the decision of 
August 22, 2005. 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 



Examiner's Comments 

4. Regarding the limitation(s) "several layer-like areas" in claim 1 , the Examiner has 
given the term(s) the broadest reasonable interpretation(s) consistent with the written 
description in applicants' specification as it would be interpreted by one of ordinary skill 
in the art. In re Morris, 127 F.3d 1048, 1054-55, 44 USPQ2d 1023, 1027 (Fed. Cir. 
1997); In re Donaldson Co., Inc., 16 F.3d 1 190, 1 192-95, 29 USPQ2d 1845, 1848-50 
(Fed. Cir. 1994). See MPEP 2111. Specifically, the Examiner notes that a layer-like" 
area is simply a portion of the film. The Examiner further notes that the present claims 
do not require that these "layer-like" areas have a specific dimension, nor whether the 
plurality of layer-like" areas can or cannot be connected to each other. I.e. the present 
claim language reads on a single, uniformly cast film, since the film can be taken to 
possess a plurality of "layer-like" areas as shown in Figure I below. 



Application/Control Number: 09/856,814 



Page 3 




Figure I: illustration of how a uniform film reads on the claimed limitations 

Request for Continued Examination 

5. The Request for Continued Examination (RCE) under 37 CFR 1 .53 (d) filed on 
June 23, 2005 is acceptable and a RCE has been established. An action on the RCE 
follows. 

Claim Rejections - 35 USC § 102 

6. Claims 1, 5, 8, 14 and 45 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Yokoyama et al. (U.S. Patent No. 4,880,687) for the reasons of record as 
set forth in Paragraph No.'s 5 - 10 of the Office Action mailed on November 1 1 , 2005. 
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7. Claims 1, 5, 8, 10, 12, 14, 45 and 46 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Suzuki et al. (U.S. Patent No. 5,480,685) for the reasons of record 
as set forth in Paragraph No/s 11-21 of the Office Action mailed on November 1 1 , 
2005. 

8. Claims 1, 8, 10, 14, 45 and 46 are rejected under 35 U.S.C. 102(b) as being 

. anticipated by Tannenbaum (WO 92/010309) for the reasons of record as set forth in 
Paragraph No/s 22 - 31 of the Office Action mailed on November 1 1 , 2005. 

9. Claims 1, 5, 8, 14, 45 and 46 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Lusk (U.S. Patent No. 4,578,293). 

Regarding claim 1 , Lusk discloses a coating made of a film formed on the basis 
of at least one polymer material that includes at least one property-changing component 
embedded in a matrix of the polymer material (co/. 2, lines 41 - 45), the film comprising 
several layer-like areas (co/. 1, lines 53-59- and see Paragraph 4, above ), at least 
one of the layer-like areas includes the property-changing component {all of them do), 
and a concentration of the property-changing component embedded in one of the layer- 
like areas varies in a direction of a thickness of one of the layer-like areas (co/. 7, lines 
21 - 31; col. 2, lines 33 - 35; and col. 2, line 57 bridging col. 3, line 3), wherein the 
coating is disposed on a workpiece {col. 1, lines 53- 59), wherein the property- 
changing component changes at least one surface property from applicants' claimed 
Markush group {col. 1, lines 6-39 and coL 1, line 64 bridging coL 2, line 28 - i.e. the 



Application/Control Number: 09/856,814 Page 5 

Art Unit: 1773 

Examiner deems that the disclosed additives will inherently impact the following 
properties: sealing capacity, stretch resistance, impact resistance and ability to be 
cleaned or recycled, since the additives will impact the rate of degradation of the film, 
which is deemed to directly impact the above properties since a degraded film loses 
structural integrity, resulting in rupture/losing sealing capacity/capability, stretching, and 
reduced ability to resist impacts. The fact that additional additives that are designed to 
leach out have been added will directly impact how easy the material can be cleaned 
and special recycling needs may be required to remove the chemicals). 

Regarding claims 5 and 14, Lusk discloses the claimed limitations per the 
discussion in Paragraph 4 above (i.e. the present claims do not require the "layer-like" 
areas to be on a separate plane or to otherwise be distinct from each other). 

Regarding claim 8, Lusk discloses materials meeting applicants' claimed 
limitations (co/. 1, line 53 bridging col. 2, line 28). 

Regarding claim 45, the limitation(s) "the workpiece is suitable for ... automobile 
industries" is (an) intended use limitation(s) and is not further limiting in so far as the 
structure of the product is concerned. Note that "in apparatus, article, and composition 
claims, intended use must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from 
the prior art. If the prior art structure is capable of performing the intended use, 
then it meets the claim. In a claim drawn to a process of making, the intended use 
must result in a manipulative difference as compared to the prior art." [emphasis added] 
In re Casey, 370 F.2d 576, 152 USPQ 235 (CCPA 1967); In re Otto, 312 F.2d 937, 938, 
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1 36 USPQ 458, 459 (CCPA 1 963). See MPEP § 21 1 1 .02. In the instant case, Lusk 
teaches intended uses meeting applicants' claimed limitations {col. 7, lines 6-59), 
Regarding claim 46, Lusk discloses property-changing components meeting 
applicants' claimed Markush limitations (co/. 1, line 64 bridging col. 2, line 28). 

10. Claims 1, 5, 8, 14, 45 and 46 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Nohr et al. (U.S. Patent No. 5,120,888). 

Regarding claim 1 , Nohr et al. disclose a coating made of a film formed on the 
basis of at least one polymer material that includes at least one property-changing 
component embedded in a matrix of the polymer material {Figure 7; col. 8, lines 8 - 37; 
and examples 131 - 176), the film comprising several layer-like areas {Figure 7; col. 11, 
line 60 bridging col. 12, line 2; examples 131- 176, 440, 441; and see Paragraph 4, 
above), at least one of the layer-like areas includes the property-changing component 
{ibid), and a concentration of the property-changing component embedded in one of the 
layer-like areas varies in a direction of a thickness of one of the layer-like areas {col. 10, 
line 39 bridging col. 1 1, line 7; and col. 31, lines 41 - 53), wherein the coating is 
disposed on a workpiece {examples 131 - 776), wherein the property-changing 
component changes at least one surface property from applicants' claimed Markush 
group {col. 8, lines 8-37; coL 20, line 44 bridging col. 21, line 3; and examples 131 - 
176). 

Regarding claims 5 and 14, Nohr et al. disclose the claimed limitations per the 
discussion in Paragraph 4 above (i.e. the present claims do not require the "layer-like" 
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areas to be on a separate plane or to otherwise be distinct from each other) (see also 
Figure 7; col. 11, line 60 bridging col. 12, line 2; and examples 131 - 776, 440, 441) 

Regarding claim 8, Nohr et al. disclose materials meeting applicants' claimed 
limitations {col. 8, lines 8 - 37). 

Regarding claim 45, the limitation(s) "the workpiece is suitable for ... automobile 
industries" is (an) intended use limitation{s) and is not further limiting in so far as the 
structure of the product is concerned. Note that "in apparatus, article, and composition 
claims, intended use must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from 
the prior art. If the prior art structure is capable of performing the intended use, 
then it meets the claim. In a claim drawn to a process of making, the intended use 
must result in a manipulative difference as compared to the prior art." [emphasis added] 
In re Casey, 370 F.2d 576, 152 USPQ 235 (CCPA 1967); In re Otto, 312 F.2d 937, 938, 
1 36 USPQ 458, 459 (CCPA 1 963). See MPEP § 21 1 1 .02. In the instant case, Nohr et 
al. teach intended uses meeting applicants' claimed limitations {col. 2, lines 16-23 and 
col. 1 1, line 61 bridging col. 12, line 2). 

Regarding claim 46, Nohr et al. disclose property-changing components meeting 
applicants' claimed Markush limitations {col. 8, line 8 bridging col. 12, line 2). 
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Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claims 10 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nohr et al. as applied above. 

Nohr et al. is relied upon as described above. 

Regarding claims 10 and 12, Nohr et al. fail to explicitly disclose forming a film 
wherein individual "layer-like" areas are different in terms of the embedded additive 
and/or the polymer material used or wherein the surface of the film possesses different 
planes. The Examiner must note that the present claims do not require that each and 
every individual layer-like area possess a property-changing component or a 
concentration gradient - only "at least one" of these layer like areas need possess the 
above. Hence, the Examiner notes that the additional "layer-like" areas claimed in 
claims 10 and 12 are not required to possess a property-changing component or a 
concentration gradient. 

Bearing the above in mind, the Examiner notes that articles, including diapers 
and feminine hygiene products, which are some of the intended uses of the Noah et al. 
invention {col, 11, line 61 bridging col. 12, line 2), are known in the art to possess 
surfaces having various non-uniformities, including surface areas on different planes. 
The Examiner deems that forming films having individual "layer-like areas" possessing 
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different additives and/or polymers is clearly within the knowledge of one of ordinary 
skill in the art, given that the present claims do not restrict these relative areas in any 
non-nominal physical manner (i.e. size, relative location, etc). In re Dailey, 149 USPQ 
47, 50 (CCPA 1966); Glue Co, Upton, 97 US 3,24 (USSC 1878); In re Rose, 105 
USPQ 237 (CCPA 1955); In re Reese, 129 USPQ 402 (CCPA 1961); In re Se/of, 73 
USPQ 431 (CCPA 1947). 

It would therefore have been obvious to one of ordinary skill in the art at the time 
of the applicants invention to modify the device of Nohr et al. to include a film 
possessing at least one individual layer-like area different in terms of the embedded 
additive and/or the polymer material used and/or lying in different planes, since forming 
surfaces of different materials and/or on different planes is knowledge that is clearly 
possessed by one of ordinary skill in the art. 

Response to Arguments 
13. The rejection of claims 1, 5, 8, 14 and 45 under 35 U.S.C § 102(b) - 
Yol^oyama et al. 

Applicant(s) argue(s) that it is improper to "equate durability with impact 
resistance and request that the Examiner provide a technical basis for this assertion" 
since applicants' argue that Yokoyama et al. fail to disclose a property-changing 
component meeting the claimed limitations (page 8 of response). The examiner 
respectfully disagrees. 
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The Examiner notes that it is well understood in magnetic recording technology 
that the durability or mechanical wear characteristics of a magnetic disk is related to two 
critical failure parameters - the stiction associated with the magnetic head element 
"sticking" to the disk surface and impacts of the magnetic head element with the disk 
surface as the disk rotates in close proximity to each other (typically called "head 
crash"). The durability of the disk is directly related to the disks ability to avoid stiction 
and to (a) minimize the occurrence of head crashes and (b) minimize the damage 
caused when head crash does occur. See Schmitz (U.S. Patent No. 5,034,837) for 
additional information {col. 7, lines 24- 57), 

14. The rejection of claims 1, 5, 8, 10, 12, 14, 45 and 46 under 35 U.S.C § 102(b) 
-Suzuki at al. 

Applicant(s) argue(s) that there "is no teaching or suggestion that the metal 
particles of Suzuki will change any of the foregoing properties" and request that the 
Examiner provide a technical basis for this assertion since applicants argue that Suzuki 
et al. fail to teach the claimed property-changing limitation. The examiner respectfully 
disagrees. 

The Examiner notes that the present rejection of record provides clear technical 
reasoning why these limitations are met {Paragraph 14 of the Office Action mailed 
November 5, 2004). Most notably, the particles are substantially identical to particles 
explicitly disclosed by applicants as meeting the claimed limitations and applicants have 
presented no evidence that the prior art product would fail to meet the extremely broad 
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claimed Markush limitation. While broad claims are clearly acceptable, the broader the 
scope of a claim the more likely a piece of prior art will read on the claims. The 
language of "changes at lease one surface property of the group consisting of sealing 
capacity, stretch resistance, impact resistance, compatibility with lubricants, dyes and 
hydraulic media or the ability to be cleaned, hardened or recycled" doesn't place any 
limitation on the degree of change (so even a change of 0.0000000000001% could be 
deemed to read on the claim) or whether the performance is changed in a good or bad 
way (the claim merely requires a change, not a change in a certain direction). As such, 
the Examiner deems that it is highly likely that almost any mixture of an additive with a 
polymer known to man will read on the presently claimed Markush limitation. 

15, The rejection of claims 1, 8, 10, 14, 45 and 46 under 35 U.S.C § 102(b) - 
Tannenbaum 

Applicants have presented no arguments directed to the Tannenbaum reference. 

Conclusion 

16. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Phillips et al. (U.S. Patent No. 6,406,783 B1) and Kellenberger 
et al. (U.S. Patent No. 4,699,823) teach materials having concentration gradients of 
components that effect the surface properties of the component and are deemed to be 
sufficiently close to the claimed invention to either be applicable as 102 and/or 103-type 
art. No rejections using these references have been currently made since the above 
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rejections are (1 ) deemed the closest prior art and (2) any amendment/argument to 
overcome the pending rejections are reasonable expected to overcome any rejection 
predicated on the Phillips et al. or Kellenberger et al. references. However, to expedite 
prosecution, applicants are encouraged to review the above two references to insure 
that the claimed invention is patentably distinct from the prior art. 
1 7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kevin M. Bernatz whose telephone number is (571 ) 272- 
1505, The examiner can normally be reached on M-F, 9:00 AM - 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carol Chaney can be reached on (571) 272-1284. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306, 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 



KMB 

October 26, 2005 




